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S Responsive to comnnunication(s) filed on Jul 7. 2000 » 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Qu93^§35 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 1_ month(s), or thirty days, whichever is 

longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claim 

® Claim(s) 1-20 



is/are pending in the applicat 



Of the above, claim(s) 19 and 20 
□ Claim(s) 



S Claim(s) 1-18 

□ Claim(s) 

□ Claims 



is/are withdrawn from consideration 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved Qjisapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All |I5ome* Hone of the CERTIFIED copies of the priority documents have been 
n received. 

□ received in Application No. (Series Code/Serial Number) 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: , 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

S Notice of References Cited. PTO-892 

S Information Disclosure Statement(s), PTO-1449, Paper No(s). 4 

□ Intemew Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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Application/Control Number: 09/61 2,404 Page 2 

Art Unit: 1652 

Reissue Applications 
DETAILED ACTION 

1 . New claims 1 r20 are now pending in this application. 

2. Newly submitted claims 19-20 are rejected under 35 U.S.C. 25 1 as being directed to an 
invention that is independent or distinct from the invention originally claimed for the following 
reasons: Claims 19-20 are directed to a method for selecting transformed plant cells as opposed 
to claims 1-18 drawn to polynucleotides. The invention claimed in the patent has been 
constructively elected by original presentation for prosecution on the merits. Accordingly, claims 
19-20 are withdrawn from consideration. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and usefiil process, maciiine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 4, 7, 10, 13, 16 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The claims are directed to a naturally occurring DNA 
molecule which reads on a product of nature. Amending the claims to recite "an isolated " would 
overcome this rejection. 
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Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-3, 5-6, 8, 9, 11-12, 14-15, 17-18 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. Claims 1-3, 5-6, 8, 9, 11-12, 14-15, 17-18 are 
indefinite as scope of the claims is unclear absent a statement of hybridization conditions under 
which hybridization must occur. Absent such conditions, these claims read on any gene 
encoding a glyphosate oxidoreductase. 

7. Any inquiry concerning this communication or earlier communications firom the examiner 
should be directed to Manjunath Rao whose telephone number is (703) 306-5681. The Examiner 
can normally be reached on M-F from 6:30 a.m. to 3:00 p.m. If attempts to reach the Examiner 
by telephone are unsuccessful, the Examiner's supervisor, P.Achutamurthy, can be reached on 
(703) 308-3804. The fax number for Official Papers to Technology Center 1600 is (703) 305- 
3014. 
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Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is (703) 308-0196. 




Manjunath N. Rao 
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